United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 14S0 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/677,411 



10/02/2003 



Ronald Wade Morgan 



7590 10/19/2005 

Scott R. Cox 

LYNCH, COX, GILMAN & MAHAN, P.S.C. 
500 W. Jefferson Street 
Suite 2100 

Louisville, KY 40202 



P-U55 



8467 



EXAMINER 



KJM, SANG K 



ART UNIT 



PAPER NUMBER 



3654 



DATE MAILED: 10/19/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

10/677,411 


Applicant(s) 

MORGAN, RONALD WADE 


Examiner 

SANG KIM 


Art Unit 

3654 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 
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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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2a)D • This action is FINAL. 2b)M This action is non-final. 
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Application Papers 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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Art Unit: 3654 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 USC 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 19-20 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 19 recites the limitation "the shaft" in lines 3-4. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-2, 5, 7-8 and 19-20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Clements, U.S. Patent No. 2193619. 

With respect to claims 1,19 and 20, Clements '619 shows a locking mechanism 
(6) to restrict axial rotation of a core winder (device) comprised of a generally donut- 
shaped locking piece (a base 1 connected by the spool) containing a central opening 
(near 2, an opening of inside of base 1 ), a plurality of key locking pin openings (holes for 
the bolts, see figure 2) in the donut-shaped locking piece which run parallel to the 
central opening (near 2, an opening of inside of base 1), a rotation limitation system 
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(using a ratchet mechanism 4-5) secured within the central opening (near 2, an opening 
of inside of base 1) which permits one way directional rotation of a shaft (3 in 
connection with 2, Webster Dictionary defines shaft as: a commonly cylindrical bar used 
to support rotating pieces or to transmit power or motion by rotation ) placed within the 
central opening (near 2, an opening of inside of base 1), and a key locking pin (bolts, 
see figure 2) within one of the key locking pin openings in the donut-shaped locking 
piece (a base 1 connected by the spool), see figures 1-4. 

With respect to claim 2, Clements '619 shows a ratcheting system (4-5), see 
figure 3. 

With respect to claim 5, Clements '619 shows the rotation limitation system (4-5) 
provides the shaft (2) with restriction on rotation in a reverse direction, see figure 3. 

With respect to claims 7-8, Clements '619 shows a plurality of key locking pin 
openings (holes for the bolts, see figure 2) corresponds to each key locking pin (bolts, 
see figure 2). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 3-4 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Clements, U.S. Patent No. 21 9361 9, in view of the admitted prior art disclosed in 
Applicant's specification, on pages 14-15. 

With respect to claims 3-4, Clements '619 discloses the claimed invention except 
for that the rotation limitations system comprises a sprag or a overriding clutch 
mechanism. 

Applicant's specification discloses that devices which perform this function (i.e., 
permitting rotation of the shaft in one direction only such as examples listed by the 
applicant) are well known in the industry. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the rotation limitation system of Clements ( 619 with a 
sprag or a overriding clutch mechanism as explained by the applicant, to prevent any 
slippage during any reversal direction. Furthermore, since applicant has not disclosed 
that using other rotation limitation system has advantage over any particular rotation 
limitation system, thus it appears that the invention would perform equally well with any 
rotation limiting system. 

With respect to claim 6, Clements '619 shows the key locking pin openings 
(bolts, see figure 1 ) extend partially through the donut-shaped locking piece rather than 
entirely, see figure 1 . 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use a bolt that has a length which extends all the way through 
the locking piece to ensure that all the pieces are locked and supported. 
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Response to Arguments 

New claims 19-20 were added in the previous amendment filed on 3/3/05 by the 
applicant; however, the examiner has inadvertently failed to treat claims 19-20 in the 
Previous Office Action. Therefore, upon further consideration, a new ground(s) of 
rejection is made in view of Clements. Thus, the applicant's assumption is incorrect and 
should not presume claims 19-20 are allowed. 

Applicant's arguments filed 8/15/05 have been fully considered but they are not 
persuasive with respect to claims 1-8. 

Applicant argues that Clements 1 invention is entirely different from the applicant's 
filed of endeavor. Applicant believes that Clements' invention is geared towards a reel 
for use reeling in and out an antenna, thus Clements 1 invention does not have any 
relationship to a geared core wind|er for use with core rolls. 

In response to applicant's argument that Clements is nonanalogous art, it has 
been held that a prior art reference must either be in the field of applicant's endeavor or, 
if not, then be reasonably pertinent to the particular problem with which the applicant 
was concerned, in order to be relied upon as a basis for rejection of the claimed 
invention. See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this 
case, both inventions are directed to winding or unwinding. 

Applicant also argues that a preamble can be used to limit a claim, especially 
when the language of the. preamble is necessary to understand the terms and 
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limitations in the claim and the applicant relies on statements of intended use or asserts 
benefits in the preamble of the invention, see MPEP 2111 .02. 

In response to applicant's arguments, the recitation applicant's device is a locking 
mechanism for use with core winders has not been given patentable weight because 
the recitation occurs in the preamble. A preamble is generally not accorded any 
patentable weight where it merely recites the purpose of a process or the intended use 
of a structure, and where the body of the claim does not depend on the preamble for 
completeness but, instead, the process steps or structural limitations are able to stand 
alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 
1 87 F.2d 1 50, 1 52, 88 USPQ 478, 481 (CCPA 1 951 ). 

Applicant argues that Clements' element 1 is not limited in rotation by the rotation 
limitation system 4 and 5. Instead, the base member 1 is secured within the aircraft, 
(i.e., stationary). 

Applicant is advised to look at claims 1 and 20 since the claims are directed a 
rotation limitation system permitting one way directional rotation of a shaft and not a 
donut-shaped locking piece. 

Furthermore, applicant asserts that Clements fails to teach the ratchet 
mechanism 4 and 5 within the central opening, nor prevent rotation of the donut-shaped 
locking device. 

As stated above, applicant does not recite in the claims that the rotation limitation 
system prevents the rotation of the donut-shaped locking device, instead the rotation 
limitation device is secured within the central opening which permits one way directional 
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rotation of a shaft and not the donut-shaped locking piece. Furthermore, the base 
element 1 has a cavity (i.e., a central opening), see figure 1. 

Applicant argues that locking pins 6 of Clements is not designed to prevent 
rotation of the donut-shaped locking piece in relation to a core winder. Instead, it is 
used to hold the pawl as shown by Clements. 

As stated above, applicant does not recite in the claims that the locking pins are 
used to prevent rotation of the donut-shaped locking piece in relation to a core winder. 
Instead, applicant recites that the key locking pins openings with locking pins are in the 
donut-shaped locking piece. As stated above, Clements shows all the structural 
elements recited by the applicant's claimed invention. 

Allowable Subject Matter 

As indicated from the Previous Office Action, claims 9-18 are allowed. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SANG KIM whose telephone number is 571-272-6947. 
The examiner can normally be reached Monday through Friday from 8:00 A.M. to 5:30 
P.M. alternating Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kathy Matecki, can be reached on (571 ) 272-6951 . The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
SK 
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SUPERVISORY PATENT EXAMINER 
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